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OFFICE OF THE ATTORNEY GENERAL OF TEXAS

AUSTIN
GROVER SELLERS
ATTORNEY GENERAL

Hororable Slaude Isbell
Eecretary of State
Austin, Tvxes

Attention: Hr. J. L, HoGarity

Dear Sirt Opinion No. O-677L

Re: Yiling of trademark,
SGAVEWAY IOOD <] "- i

quesating the opinion of
matter. We quote fros

DLY GROCER™,

851 ot seq. of

1l Statutes, 1925, ex debalf
paorporated, Odwland, Oslir-

' desmark was registered
gned it file nusber §1-11,107
ftory sertifieats to tias effest
an 830 registered. We enolose

ster the trademark ®SBAVEWAY FOOD STORE"™ oo be-~
half of Saveway Food Store, & Partoersiip doing
business in Ludbook, Texas, together with the
statutory fee ibh the sum of oud dollar. Ve sncleoss

h:rsvith a photostatie cepr of this said applica-
tion,

r GOMMUNICATION 19 TO BE CONBTRUED AS A DEPARTMENTAL OPINION UNLESS APPROVIED BY THE ATTORNEY GENERAL OR ’13‘1“ ABRISTANT



782

Hon. Clesude Isbell, page 2

"This office has refused to file this junior ape
plicetion without the written consent of the senior
registrant due to the firm oonviotion thet the two
narks are 00 similar to preclude being oconfusing
to the publie, The sttorneys for the appliocant,
howevar, ocontend that the names are not so suf-
riotzntly similar as t0 be confusing to the
pudblic.

*¥%1ll you, therefore, pleass favor us with your
opinion as to whether or not we should approve and
file the latter application while we still have as
an aptive registrant the former.”

Article 851, Vernon's Annotated Civil Statutes, provides;

"AEvery person, assoclation or union of workingmen,
incorporated or unincorporetsd, that has heretofore
or shall hereafter adopt & label, trademark, design,
davige, imprint or form of asdvertisement, shall file
the same in the offlce of the Seoretary of State by
leaving two fac simile ¢oples, with the Seoretary
of State, and seaid Seoretary shall return to such
person, assoclation or union so filing the same, one
of 1015 fac simile coples along with and attached to
a duly attested certificate of the filing of same,
for which he shall receive a fee of one d4ollar. BSush
certificate of riling shall in all suites azd prosecu-
tions under this shapter de sufficient proof of the
afoption of such label, trade mark, design, devies,
iaprint or form of advertisemsnt, and of the right
of such person, asscoiation or nnion to adowt the

uo 1ab¢1 trn ark, de dov 38, dmg

0 persc or ssocis-~
pen 8 to roglutpr a8 a inbol trade
mark, dllign. dstico. imprint or fora of advortino-
ment any emblem, deaign oF reassxblange thereto that
has besn adopted or used by any charitable, benevo~
lent or religious society or asaceiation, without
their consent.” (ucderseoring ours)
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Under the of the underlined portion of the above-
quoted statute, the dete tion of the matter as to vhether the
Secretary of State should acoept the filing of the tredemark inquir-
ed sbout depsnds upon vhether said tredemark “would probebdly be
misteken” for & tredemark already of record. In conmection with
this matter, ve refe {ou to the case of Narshall Mfg., Co, v,
Verhalen, (Civ. App.f 65 8, W, (24) 665 (error refused). In
this case, 1t vas held that vhether & registered trademark vas in-
fringed upen by & cengotitor'l alleged use of a similar design was
& Qquestion of fact, t vas also held that vhether the ressmblance
of the two designs was 3o great that the public would, or would be
likely to, mistake one for the other vas a question of fact. Ve
quote from the court's opinion in the above-cited case, ss followst

"The trede-mark of appellant'’s baskets is one con-
tinuous red steve extending down one side of the baskets,
under the bottom and up the directly opposite side; and
the baskets manufactured by the defendants, wvhich are
cleimed to be infringement upon and in unfair competi-
tion to plaintifft's specially designed baskets, bear
tvo such continmuous staves of sane type and distine-
tive red color, placed at right angles to esach other, so
that, in most positions, only ons of the staves is visi.
ble to the casual observer. Ths red color in the atives is
not functional in either of the baskets; they are merely
ornamental and designed to designate the origin and source
of the goods. Baskets manufactured by both the plaintifs
and the defendants were presented in trial of the cause,
and ars hete exhibited, which are clearly indicative of
competitive rivalry by the manufacturers of the alleged
similarly designed daskets, senting, ve think, issuss
s2 to vhether they are cal ted to create confusiom and
infringswent and unfaliyr ccmttuon among the manufecturing
concerna; the decision of ¢h rests solely with the fact-

finding agensy.

.c o » o 30. in this case, it was the provinoe of
the jury to find upon every material issus raised by
the evidence, and ve think it is olear that the dia-
tinotive markings of plaintiffts baskets and that
employed by the defendants reised the issues that the -
ons continuous red stave a0 placed in the field of
the natural color vood of the baskets by plaintiff,
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was & technioal trademark; and, further, if not,

it had a seocondary meaning, designating eppellsnt's
baskets through long and ocontinuous use and ad-
vertisementj and that the defendants' baskets,

with two gontinuous red staves crosaing eegh other
at right engles under the bettom of the beskets,
were 80 similar as that eny person would observe
and mistake the one for the other and deal for one
when he intended to deul for ¢the other. Such find-
ings would be upon eontrolling faot lssues. Dallas
Plumbing Co. v. Dallas County Plumbing Co., Tex.
Civ. App., 253 S. W. 308; Dixiepig Corp. v, Fig
5tand Co., Tex. Civ, Appe, 31 5, W. 24 3253 Plexza Co.
v. White et al., Tex., CLv§ APpP., 160 &. W. 24 313;
writ of error refused.

*In the last clted case, the rlaze !otel asought
to snjoin The White~Plagza Hotel from using the name
*W¥hite~Plaga,’ doaiigating its trade-nsue as en
infringement on plaintiff’s trade-name~-%¥hs Plaza
Hotel,* 1In the oourse of the opinion, the GSan
Antonio Court of Civil Appeals held, qpoting from
Atlas Assuranee 'CoO. v, Atlas Insursnes Co., 138 Iowa
228, 112 K. We 232, 233, 114 No We 609, 15 LeR.Ae,
Ne Be, §25, 128 An, 8t. Rep. 189, that ** * * yhat
degree Of resectblance between the names or Jdeviges
is suffielent to warrent the interferencs of a court
in cases of this kind is not capable of exact dsfini-
tion. It is, and amust be, from the very nature of
thes omrse, mainly & question of faot to be determined
by the cirou-ltaneos appearing in eaoh partioular
cass,.* 80, in the oase here, the zourt bLeslow was
not warrsnted to %eke the ocass from the jury and
enter judgment in the absence of findings deter-
winative of the ultimate issues of faot raised dy
the pleadings snd the evidenoce, hence the judgment
is reversed and ths sase remanded.™
In view of the foregoing and in view of the language of

Article 851, it is our opinion that the matter as to whether
the trademark in question should be filed, involves a gueastion
of fact, and it is not the policy of this departmsnt %o deter-
mine any question of facts If the Seerotary of sState should
find that the tredemark, "3AVEWAY FOOD BTOR&,™ would Ggob.b%§
be mistaken for the trademark, "SAFiWAY, YOUR FRIEKD 3
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it is our Opinion thet he would be legsally Justified in refusing
the application fdar registration of same.

We trust that the foregoing satisfaotorily answers youx
inguiry .

,%éf - 'j]’h; Yours very tlg;;.
D ATTORNEY GEMERAL or
. L "‘. A ;, /" .
. " ,*‘1 : ".'. [ """"skv—-‘_,é
zuxu :o L Em.
Assistant
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